
IN THE UNlffi/W 5?E§M[2$JT AND TRADEMARK OFFICE 



Attorney Docket No. 047434.66 



In re Application .of: 



Takashi Nagase, et ah 



Examiner; Michael Aboagye 



Serial No.: 



10/785,152 



Art Unit: 



1725 



Filed: 



February 24, 2004 



Confirmation No.: 8157 



Title: 



Soldering Iron Tip and Method of Manufacturing Same 



Attn: Mail Stop 16 

Director of the U.S. Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 



REQUEST FOR REFUND 



Dear Sir or Madam: 

Applicants respectfully request a refund for the entire fee of $1 ,020 that was charged by the 
Office against Deposit Account No. 07-1850 in connectoin with the paper filed May 3, 2007 
(Response to Restriction Requirement). Applicants have attached copies of the Sales Receipt issued 
by the Office (see Exhibit A) and the paper filed May 3, 2007 (see Exhibit B). A Deposit Account 
Statement containing the charges applied to Deposit Account No, 07-1 850 regarding the relevant 
filing for our docket number 47434.66 on May 7, 2007 is also attached (see Exhibit C, page 2). 



As indicated on the attached paper filed May 3, 2007 (Exhibit B), the examiner issued an 
office action (Restriction Requirement mailed January 25, 2007) with an error, namely a requirement 
to elect from among claims no longer pending in the application. Applicants informed the examiner 
of the error by telephone within one month of the office action. Although the examiner stated that a 
corrected office action would be issued, a corrected office action did not appear forthcoming. 
Applicants filed a written response via the paper filed May 3, 2007 in order to avoid abandonment of 
the application. Thereafter, the examiner issued a corrected office action (Restriction Requirement 
dated May 9. 2007). which set a new lime period for reply and in which it is stated at paragraph 1 that 
the "Prior restriction requirernment mailed January 25. 2007. withdrawn ." A copy of the corrected 
office action is attached for reference (see Exhibit D). Applicant's response to the corrected office 
action was timely filed on June 7, 2007. 
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I. Full Refund 



Attorney Docket No. 047434.66 

For the reasons set forth above, Applicants respectfully request a refund of $1,020.00 via a 
credit to Deposit Account No. 07-1850. 

II. Partial Refund due to Small Entity Status 

If the Office decides not to refund the entire $1,020.00 that was charged, Applicants 
respectfully request a refund of $510.00 via a credit to Deposit Account No. 07-1850. The Assignee 
of this application is a small entity and is entitled to pay small entity fees . Applicants claimed small 
entity status at box 2 of the Utility Patent Application Transmittal filed February 24, 2004, of which 
an annotated copy is enclosed for reference (see Exhibit E). There has been no change in status from 
small entity to large entity. 

Please do not hesitate to contact the undersigned attorney with any comments or questions. 
Date: March 3 L 2008 

SQUIRE, SANDERS & DEMPSEY L.L.P. Respectfully submitted, 

One Maritime Plaza, Suite 300 
San Francisco, CA 94111 
Telephone (415)954-0241 

Facsimile (415) 393-9887 /Norman Morales/ 

Norman Morales 
Attorney for Applicant 
Reg. No. 55,436 
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REQUEST FOR REFUND 

EXHIBIT A 



SANFRANCISCO/22769CU 



Document code: WFEE 



United Slates Patent and Trademark Office 
Sales Receipt for Accounting Date: 05/07/2007 



SCHAPMAN SALE #00000002 Mailroom Dt: 05/03/2007 071850 10785152 
01 FC : 1253 1,020.00 DA 



Attorney Docket No. 047434.66 



REQUEST FOR REFUND 

EXHIBIT B 
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PATENT 
Docket No.: 47434-00066 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 

Takashi Nagase, et al. 

Serial No.: 10/785,152 

Filed: February 24 t 2004 

For: Soldering Iron Tip and Method of 
Manufacturing Same 



Group Art Unit: 1725 
Examiner: Michael Aboagye 
Confirmation No.: 8157 



Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 



RESPONSE TO RESTRICTION REQUIREMENT 

Dear Sir: 

This paper is responsive to the Office Action of January 25, 2007. 

Due to errors in the Office Action, Applicants are unable to make an election. In the 
Office Action, Examiner Aboagye has required a restriction to claims which are nol pending in 
the application. 

Applicants request correction of the errors in the Office Action of January 25, 2007. 
If a new restriction requirement is issued, Applicants request the Office to restart the 
previously set period of reply to run from the date the error is corrected or the date of remailing 
of the Office Action, as provided under MPEP 710.06. As indicated below* the error in the 
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Serial No. 10/785,152 



PATENT 
Docket No.: 47434-00066 



Office Action of January 25, 2007 was brought to the attention of the Office on February 4, 
2007, within 1 month of the mail date of the Office Action. 

On February 24, 2004, Applicants filed the instant continuation application concurrently 
with a preliminary amendment, which cancelled claims 1-98 and added new claims 99-150. 
Accordingly, claims 99-150 are pending in the application as of February 24, 2004. 

On January 25, 2007, Examiner Aboagye issued an Office Action requiring a restriction 
to either claims 1-44 or claims 45-98, all of which were previously cancelled. In addition, the 
Office Action Summary incorrectly states that claims 1-98 are pending. 

On February 4, 2007, a telephone message was left for Examiner Aboagye regarding the 
error. On March 29, 2007, Examiner Aboagye indicated that another Office Action will be 
issued. However, another Office Action has not been issued to date. 

Applicants believe no fee is required to accompany the filing of this paper. However, if 
in fact a fee is due to effect a timely response, this paper should be considered as a petition for an 
Extension of Time sufficient to effect a timely response, and please charge and deficiency in fees 
or credit any overpayments to Deposit Account No. 07-1850. 



Respectfully submitted, 




One Maritime Plaza 
Suite 300 



Attorney for Applicants 
Reg. No. 55,463 



San Francisco, CA 941 1 1 
Facsimile (415) 393-9887 
Telephone (4 1 5) 954-0200 
nrnorales@ssd.com 
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EXHIBIT C 
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$132.00 


$66,428.00 
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6994998 
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$40.00 


$66,363.00 
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Office Action Summary 


Application No. 
10/765,152 


Appllcant(s) 
NAGASEETAL 


Examiner 
Michael Aboagyo 


Art Unit 
1725 





- TTio MAILING DATE of this communication appears on the cover shoot with tho correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

. Extensions ol tfme may bo ova liable under the provision* o! 37 CFR t. 138(a). tn no evert, however, may a rapty bo timely filed 

•iter SIX (6) MONTHS from the mailing date ol this communication. 
. U NO period for reply to specified above, the maximum statutory period wll apply and wffl expire SIX (6) MONTHS from the mailing date of this communication. 
. Failure to reply within (he tot or extended period for reply will, by statute, causa Ihe application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than thru* months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment See 37 CFR 1.704(6). 

Status 

1 )B] Responsive to communication(s) filed on 24 February 2004 . 
2a)Q This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 

Disposition of Claims 

4) S Claim(s) 99*1 SO is/are pending in the application. 

4a) Of the above dalm(s) is/are withdrawn from consideration. 

5) Q Claim(s) isVare allowed. 

6) D Claim(s) is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) B Claim(s) 99-150 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10O The drawing(s) filed on , is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawlrtg(s) be held in abeyance. See 37 CFR 1 .85(a), 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52, 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1) O Notice of References Cited (PTO-B92) 

2) Q Notice of Draftsperson'a Patent Drawing Review (PTO-94B) 

3) □ Information Disclosure Statement^) (PTOfSB/oa) 

Paper NofsyMaA Date . 

JT^^ifBdomorioa^ — 

PT0L-326 (Rev. 08^06) Office 



4) □ Interview Summary (PTO-413) 

Paper No(a)/Mal) Oate. . 

5) □ Notice of Informal Patent Application 
8) □ Other: . 



Summary Pan of Paper NoJMail Oate 20070122 



Application/Control Number: 10/785,152 Page ! 

Art Unit: 1725 

DETAILED ACTION 



1 . Prior restriction requirement mailed on January 25, 2007, withdrawn. 

Election/Restrictions 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 99-136, drawn to a method of making a soldering tip, classified in 
. class 228, subclass 51. 

II. Claims 137-150, drawn to a soldering tip classified in class 219, subclass 
229. 

3. Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). A product defined by the process by which it can be made is still a 
product claim {In re Bridgeford. 357 F.2d 679, 149 USPQ 55 (CCPA 1966)) and can be 
restricted from the process if examiner can demonstrate that the product as claimed can 
be made by another materially different process. In the instant case, the product of the 
invention II can be made by materially different process such as electroplating the tip 
with a metal coating . 



Application/Control Number: 1 0/785, 1 52 Page 3 

Art Unit: 1725 

4. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

5. Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

6. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Aboagye whose telephone number is 571-272- 
8165. The examiner can normally be reached on Mon - Fri 8:30am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/785,152 
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Art Unit: 1725 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




AM 



Michael Aboagye 
Assistant Examiner 
Art unit 1725 
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APPLICATION ELEMENTS 

Seo MPEP chapter 600 concerning utility patont application contents. 



Assistant Commissioner (or Patents c > 



Fee Transmittal Form (e.g., PTO/SB/17) 

puinU at ariitnol and edupiiantfiirfet pneatlttf} 

Applicant daims small entity status. 
See 37 CFR 1.27. . . 

Specification [Total Pages |53 | ] 

(preferred trrwymanl sei fortft betow) 

' OoscripuVe title of the invention 

• Cross Reference to Related Applications 

- Statement Regarding Fed sponsored R&D 
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or a computer program listing appendix 

• Background of the invention 

- Brief Summary of the Invention 

- Brief Description of the Drawings {if Wed) 

- Detailed Description 
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• Abstract of the Disclosure 



ADDRESS TO: Box Patent Application 
Washington. DC 20231 

7. | 1 CD-ROM or CD-R in duplicate, large table or 

Computer Program {Appendix) 

8. Nucleotide and/or Amino Acid Sequence Submission 
{if applicable, oil necessary) 

a. C3 Computer ReadaWe Form (CRF) 

b. Specification Sequence Listing on: 

I. □ CO-ROM or CD-R (2 copies); or 

I I. Q paper 

C [ | Statements verifying identity of ebove copies 



4. (✓] Drawlng(s) (35 U.S.C. 113) | Total Sheets [ 

5. Oath or Declaration [Total Pages f 

Newly executed (oriojnal or copy) 

ECopy from a prior application (37 CFR 1.63 (d)) 
(for continuation/divisional with Box 18 completed) 

DELETION OF INVENTOR(S) 
Signed slatonwnt attached delating Inventors) 
named In the prior application, see 37 CFR 
1.63(d)(2) and 1.33(b). 

8- LZD Application Data Sheet. Sea 37 CFR 1 .76 
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English Translation Document fif applicable) 
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Preliminary Amendment 
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18. If a CONTINUING APPLICATION, check appropriate box, and supply the requisite information betowandina preliminary amendment, 
or in en Application Data Shaet under 37 CFR 1.76: 

0 CooCm*Uon Q Division* Q Continualtorvta^an (CIP) d prtarappMeHon No. ; 10 I 719.001 

Privapf&tlkxiUormslian: e^tn^ TO be aSSipned Gwup Art Unit To be assigne d 



For CONTINUATION OR DIVISIONAL APPS only: The entire disclosure of the prior application, from which an oath or dodnratlon is supplied under 
Box 5b, (a considered a part of the disclosure of via accompanying continuation or divisional application and Is horoby Incorporated by reference. 
The Incorporation can only be rolled upon when a portion has been Inadvertently emitted from tho submitted application parte. 
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Douglas N. Larson 
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29,401 


l Signature 






Date 
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